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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on July 1 , 
2009 has been entered. 

2. Applicants' arguments, filed July 1 , 2009, have been fully considered but they are 
not deemed to be fully persuasive. The following rejections and/or objections constitute 
the complete set presently being applied to the instant application. 

Claim Rejections - 35 USC § 112— 2 nd Paragraph 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 12 and 20 - 25 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. It is unclear if the weight percentages for 
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components (B-1 ) and (B-2) refer only to the total weight of component (B) or are 
calculated based on the total weight of the composition, including component (A). 
Please clarify. 



Claim Rejections - 35 USC § 103 



5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



7. Claims 1 2, 20, and 23 - 25 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over JP 07-277923) in view of Ziemelis et al (US 4,474,923). This 
rejection is MAINTAINED for the reasons of record set forth in the Office Action mailed 
April 1 , 2009 and those set forth below. 
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Applicant traverses this rejection on the grounds that a sprayable composition is 
not disclosed or suggested by the cited prior art. The viscosities of various materials in 
their pure state were provided. The cited prior art does not suggest how to interblend 
the ingredients (A) and (B) to make a sprayable skin care compositions, and the instant 
specification discloses that sprayable compositions have a low viscosity. Careful 
selection of the ingredients must be provided in order to provide a skin care composition 
that is easy to spray. The prior art does not provide a reasonable expectation of 
success for providing a sprayable compositions, and the superior sprayablity and skin 
protective properties. In regards to Ziemelis et al., Applicant argues that Ziemelis does 
not disclose the compositions used by the claimed method, or suggest how to interblend 
ingredients (A), (B-1) and (B-2). 

These arguments are unpersuasive. The Examiner has previously discussed that 
this art teaches that liquid isoparaffin (B-1), liquid paraffin or squalene (B-2) can be 
present in the compositions that also include element (A) of the instant claims and the 
aforementioned essential components flj [0013]). The lipstick and foundations do 
contain any water and therefore have a have a water content of not more than 1 wt%. 
Ziemelis discloses that a variety of mean such as wiping, rubbing or spraying can be 
used to apply such cosmetic compositions (col 6, In 62 - col 7, In 2). It would be within 
the skill and obvious to one of ordinary skill to vary the amounts of the different 
components to prepare a composition with a final viscosity appropriate to the type of 
product being prepared. The amount of a specific ingredient in a composition is clearly a 
result effective parameter that a person of ordinary skill in the art would routinely 
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optimize. Optimization of parameters is a routine practice that would be obvious for a 
person of ordinary skill in the art to employ and reasonably would expect success. It 
would have been customary for an artisan of ordinary skill to determine the optimal 
amount of each ingredient to add in order to best achieve the desired results. For 
example, a lipstick product is not applied by spraying and is rubbed on, requiring a 
higher viscosity composition, which would alter the ingredients and relative amounts of 
those ingredients over a composition that would be sprayed onto the skin, such as a 
sunscreen, to allow for easy, rapid application to a large area of skin. 

Note, in order to overcome a prima facie case of obviousness, it is incumbent 
upon the Applicant to provide comparative test evidence that demonstrates unexpected 
superiority of the claimed compositions versus the closest prior art compositions, and 
not simply an advantage predictable from the prior art. See In re Chapman, 148 USPQ 
71 1 , 715 (CCPA, 1966). Moreover, such proffered comparisons must be 
commensurate in scope with the breadth of the claims. See In re Clemens, 206 USPQ 
289, 296 (CCPA, 1980) and In re Coleman, 205 USPQ 1 172, 1 175 (CCPA 1980). 
Evidence for such comparisons has not been submitted. 

8. Claims 12 and 20 -25 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over JP 07-277923 in view Nakanishi (US 2002/0131947) and the International 
Cosmetic Ingredient Dictionary and Handbook (7 th edition, 1997; p 1656 - 1657; 1657 - 
1669; "ICIDH"). 
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JP'923 discloses oil-based cosmetics whose inherent adhesiveness is improved, 
stickiness is reduced and having favorable stability flf [0001]). These effects are caused 
by the used of side-chain-block copolymer polyether modified silicon with the formula of 
general formula 2, which reads on the formula of claim 24, and one or more polar oils 
having a liquid like external appearance (If [0005]). The optimum quantity in the final 
products of the block copolymer is 1 .0 - 50 wt percent flf [0008]) with 3.0 - 50% wt 
percent of liquid polar oil Of [0009]). Among the liquid polar oils disclosed by JP'923 are 
the fatty acid triglyceride glyceride tri(caprylate/caprate) (p 8, last line - first line, p 9). 
In addition to these essential components, other ingredient such as liquid paraffin and 
squalene can be included Of [0013]). The oil-based cosmetic can be used in 
conventional forms such as lipsticks, foundation, rouge, lip balms and the like (If [0014]). 
As shown in the examples, none of these cosmetics contain water and therefore meet 
the limitation of having at most 1% water. 

JP'923 does not disclose the application by spraying of these compositions on 
the skin. 

Nakanishi discloses oil based cosmetic contain modified silicones (abstract). It is 
preferred that part or all of the oil base be liquid at ordinary temperatures and such 
bases can be used for solid, semi-solid or liquid when used for cosmetic materials (fflf 
[0067] - [0068]). Various compounds that can be used in the oil base are given (fflf 
[0069] - [0074]), such as liquid paraffin, squalene (If [0070]), isopropyl myristate (If 
[0072]) or the cyclomethicone decamethycyclopentasiloxane (If [0073]). Those cosmetic 
materials may be skin care products such as lotions or creams, makeup products such 
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as foundation or lipsticks and may be a liquid, emulsion, solid, paste or spray products 
fl[ [0110]). 

The ICIDH states that cyclomethicones are emollient skin conditioning agents 
that help to maintain the soft, smooth and pliable appearance of the skin (p 1656 - 
1657). Squalene and paraffin are examples of occlusive skin conditioning agents that 
retard evaporation of water from the skin surface (p 1667 - 1669). 

It would have been obvious to the person of ordinary skill in the art at the time the 
invention was made to prepare the stable, adhesive while not be sticky oil-based 
cosmetic formulation as a composition that can be sprayed and applied to the skin of a 
user . The person of ordinary skill in the art would have been motivated to make those 
modifications and reasonably would have expected success as Nakinishi discloses that 
silicone polymer containing oil-based cosmetics can take a variety of forms, not only the 
solid foundation and lipstick of JP'723, but also forms such as lotions or creams that can 
be sprayed. For example, a lotion is applied to a much larger area than a lipstick and 
can be more easily applied to that larger surface area by spraying rather than by 
rubbing on a solid form like that of a lipstick. Therefore, one of ordinary skill in the art 
would select ingredients from those disclosed in JP'723, Nakinishi and the ICIDH to 
produce an oil based cosmetic with emollient properties from the 
decamethylcyclopentasiloxane and occlusive properties from the squalene and/or 
paraffin. The selection of those ingredients and the amounts of those ingredients are 
part of routine experimentation and optimization by one of ordinary skill in the art. The 
amount of a specific ingredient in a composition is clearly a result effective parameter 
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that a person of ordinary skill in the art would routinely optimize. Optimization of 
parameters is a routine practice that would be obvious for a person of ordinary skill in 
the art to employ and reasonably would expect success. It would have been customary 
for an artisan of ordinary skill to determine the optimal amount of each ingredient to add 
in order to best achieve the desired results, such as a cosmetic product with a 
consistency of a lotion, for example, that could be applied to large areas of skin by 
spraying. Because of the various properties of the ingredients in the cosmetic (e.g., 
emollient and occlusive properties), the skin of the subject would be protected. 



Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nissa M. Westerberg whose telephone number is 
(571)270-3532. The examiner can normally be reached on M - F, 8:00 a.m. - 4 p.m. ET. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael G. Hartley can be reached on (571) 272-0616. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jake M. Vu/ 

Primary Examiner, Art Unit 1618 
NMW 



